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S.I 

This paper is submined in response lo die Final Office Action mailed September 20, 
i\ M \:) A Notice of Appeal accompanies this response. 

Argument begins on page 2 of this p^er. 
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ARGUMENT 

Status 

In the final Office action dated September 20, 2005, tJae Examiner rejected: 

(a) Claims 1-2, and 4-6 as being anticipated by Robinson et al. (U.S. Pat. No. 5,374,395); 

(b) Claim 3 as being obvious over Robinson et al. (U.S. Pat. No. 5,374,395). 

tn suppon of the anticipation rejections, the Examiner recites selected liaaiiiations of the 
picbcnily pending claims and correlates these to various elements in Kobinson's specification 
( patjc 2 and 3 of final Office action). Similarly, in support of the obviousness rejections 
.-^..-k-i leti iimitations of the presently pending claims were correlated with various elemems in 
i<oi)uisinrs specification, and the fixaminer then alleged that substitution of an antibody tor a 
liiii icotide probe would have been obvious (see page 4 of final Office action). 

In response to the applicant's previous arguments, the Examiner appeared to concede, but 
jiiiJu ated that such arguments would be moot in light of her new rejection. 

lite Examiner Fails To Identify Each And Every Claimed LimUution In The Cued Reference 

Claims 1-2, and 4-6 

Amicipation under 35 U.S.C, § 102 requires the presence in a single prior art disclosure 
i>i %iu'h and every element of a claimed invention. Verdegaal Bros,. InQ, v. Union Oil Co,, 814 
I ill (>2«, 631, 2 U.S.P.Q-2D (BNA) 1051, 1053 (Fed. Cir. 1987); Carella v. Starlight Archery^ 
I- 2ii 135, 138, 231 U.S.P.Q, (BNA) 644, 646 (Fed, Cir,), modified on reh'd, ] U,S-P.Q.2P 
(UNA) J209 (Fed. Cir. 1986); [**7] Jamesbury Corp, v. Luion Indus, Prods,, Inc,, 756 F.2d 
i -.5^. 1560. 225 U.S j>.Q. (BNA) 253. 256 (Fed Cir. 1985); Lindemann Maschmenfabrik GMBH 
y American Hoist d Derrick Co,, 730 F-2d 1452, 1458, 221 U.S.P.Q. (BNA) 481, 485 (Fed. Cir 

I '^84), C onnetl V. Sears, Roebuck & Co,, 122 F.2d 1542, 1548, 220 U.S.P.Q. (BNA) 193, 198 

II a:.! Cir 1983). 

Moreover, anticipation under Section 102 requires "the presence in a single pnor art 
vli k lusuic of all elements of a claimed invention arranged as in thtn claim:' Panduit Corp, v. 
IK nnuon Manufacturing Co., 774 F.2d 1082, UOl, 227 U.S,P.Q. (BNA) 337, 350 (Fed- Cir. 



PAGE 5/8 * RCVD AT 1120/2005 7:24:31 PM [Eastern SW^^ 



• Jan-20-06 04:28pin Frorn-RUTAN & TUCKER LLP, 



714-546-9035 



T-126 P. 06/08 F-944 



I (quoiing Connelly, Sears, Roebuck & Co.^ 722 R2d 1542, 1548, 220U-S-P.Q- (BNA) 
\^j\,]9S (fed. Cir, 1983)). 

As applied to the present case, mdependent claim 1 (wid claims 2-6 by virtue of their 
Jciiv;iidcnce on claim I) expressly requires (a) that the "...the fluid receiving port is confignreU 
Ui rt'tirive a cominuomjlaw of a biological fluid. (b) that the .the fluid discharge port i^ 
antji^un^d to emit a cuntinuoux flow of the biological fluid. . .whUe the fluid receiving port 
r.tcivt:^ tite continuous flow of the biological fluid. . ami (c) thai the magnetic force and thi2 
umotnutic mechanical fierce are transmitted through the flexible top sheet. 

These limitations are clearly not correctly identified by the Examiner. While the 
\ ijiDincr provides column and line information for her assemon (see last line page 2 of final 
i>'iK.c iiciion, and last line first paragraph on page 3 of final otSce action), it was left entirely 
iiiK U:ar how such passages would possibly apply. 

Kurthermore, it should be noted that the '395 expressly teaches in numerous places 
4i;jniii cuniinuous influx of a sample fluid while a continuous efflux of depleted sample fluid is 
ctimcd. For example, the sample container in Robinson is disposed in a carousel thai assists in 
ti jiin|jor[;trion of the container within the device. Clearly, as the sample is placed into ihe 
L . .iiiajuiir before the container is loaded into the device, continuous loading and effluent 
ptovhiott is not achieved (see e.g„ colunm 35, lines 29 et seq,). Funher. and more specifically, 
K.)l)iuiun ci al. teach (on column 28, lines 45 et seq., or on column 30, lines 3 et seq. and lines 
().: :^ci\.) lhai all reagents and the sample remain in the container. In other passages, 
K ohiHst^n et al describe the container as a "tdosed disposable pack" (see e g coltimn 31, line 17, 
ti-iiMui 42, line 24). Such teaching is positively against ihe claimed subject maner. 

Wlih respect to the ffansmission of the forces through the flexible sheet it is further noted 
ilui n is well established Xh^lpatem applicant is free to recite features of an apparatus either 
urucmraUy orfunctionalfy (see e,g,, la re Swinehart, 58 C,C.P,A. 1027. 439 F.2d 210, 212, 169 
iiSi' Q. (BNA) 226, 228 (CCPA 1971)). it should be apparent tcoxn the claim language that a 
ftjmfionul feature of an element in the claimed apparatus is recited. Therefore, the Office 
ilnuiiij nui consider claim 1-2 and 4-6 as being anticipated by Robinson et al 



miJiMUJooyUSl 



PAGE 6/S ' RCVD AT im08 7:24:31 PM [Eastern Standard Tim^^ 



' Jan-20-06 04:28pin Frora-RUTAN & TUCKER LLP, 



714-546-9035 



T-IZe P. or/08 F-944 



Claims 



To establish prima facie obviousness of a claimed invention, aU the claim iimitatious 
muM btf taught or Suggested hy the prior art. In re Royka, 490 F.2d 981, 1 80 USPQ 580 (CCl'A 
i ^) 74). "AU words in a claim most be considered in judging the patentability of that claim agamsi 
(iic iJi-ior an." In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494. 496 (CCPA 1970), Claim 3 as 
j.jccicd is a dependent claim on claim 1- Therefore, all elements recited in claim 1 are included 
II. t iaim 3 as ivelL 

In her present rejection, the Examiner used Robinson et al as ihe sole reference against 
V uuiii 3 Therefore, and as discussed above, not ait of ihe elements in the claim are fauna in 
the cited reference. The Examiner's assertion that substimtion of an antibody for a nucleotide 
l>i i>tic would have been obvious does not remedy that defect. 

Conclusion 

In its rush to reject the claims, the OiiBce failed to cons^ider all of the limitations in the 
pi ciiciiily pending claims, ignored the teaching of the reference as a whole, and further tailed to 
piiipurly establish obviousness. The rejections should be withclrawn. 
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AFPENDK 

The below shown independent claims reflect the rejected claims as presently pending and entered 
lu ic^porue to the non-final office action dated March 31, 2005. 

1 An apparatus comprising: 

4 container having an outermost wall that is fornied at leasi m part by a flexible top sheet, the 

coniajner fUrther including a fluid receiving port, a fluid discharge port, and a plurality of 
companments fluidly coupled to at least one of the fluid receiving port and the fluid 
discharge port; 

wherein the fluid receiving port is configured to receive a continuous flow of a biological fluiu 

that includes a target antigen, and wherein the fluid discharge port is configured to emu a 
continuous flow of the biological fluid that is ai leitsi pamally depleted of the target 
antigen while the fluid receiving port receives the continuous flow of the biological fluid; 

wherem at least one of the compartments further coxnpriscsi a plurality of magnetic beads that 
cairy an affinity marker that binds the target antigen; and 

wherein the target antigen is separated from the biological fluid using a magnenc force and an 
auiotnaiic mechamcal force, wherein the magnetic force and the automatic mechanical 
force are transmitted through the flexible top sheet. 

I he apparatus of claim I wherein at least one of the compartments includes a fluid selected frum 
i\ic group consisting of a buffer, a wash fluid, an isotonic fluid, and an elution fluid, 

Ihc apparatus of claim I wherem the affimty marker is selected from the group consisting of an 
unubody, an antibody fragment, and a lectin. 

A The apparatus of claim I wherein at least one of the compartments further includes a port that 
allows drainmg of the at least one of the compartments. 

The appaniius of claim I wherem the biological fluid comprijje;? whale blood 

f. The apparatus of claim I wherein the target antigen is present on any of a stem ceU, a diseased 
cell, a bacterium, and a virus. 
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